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Tay & Partners CSR Programme:

14 staff and lawyers from Tay & Partners were there at Kampung Sungai 
Lui to help out at the English and Medical camp at SK Sungai Lui. The 
event was held in conjunction with Rotary Club of Kuala Lumpur DiRaja 
and was also supported by Pfizer and Nestle. Apart from our 14 strong 
contingent who helped conduct the English programme, Tay & Partners also 
donated monetary assistance to the school’s PTA . It was a simple and very 
meaningful project as the kids were keen to learn more English. Activities 
such as spelling, scrabble, word puzzle, singing competition, action song, 
colouring, story telling, news reading and public speaking were arranged 
by the dedicated teachers.  SK Sungai Lui is blessed with teachers and 
parents who responded enthusiastically to the programme.

Written by
Caroline Tan (caroline.tan@taypartners.com.my)
Marketing & Communications Manager

T&P ANNOUNCEMENT AND NEWS

DAVID LEE, our Partner and Head of Banking & Finance and Real Estate Practice 
Group has been voted a Leading Lawyer for Banking & Finance in IFLR1000 2013. He 
was a speaker in the IE  Singapore Advisory Seminar on Doing Business in Malaysia in 
February 2013.

LINDA WANG, our Partner and Head of the IP & Technology Practice Group has 
contributed to The International Comparative Legal Guide To: Patents 2013 for the 
Malaysian chapter. She has been voted a Leading Lawyer for Enforcement and Litigation 
in WTR 1000 2013. She was also voted a Leading Lawyer for Intellectual Property in 
Chambers Asia Pacific 2013.

CHANG HONG YUN, our Partner and Head of Merger & Acquisitions Practice Group 
has been voted a Leading Lawyer for Banking & Finance in IFLR1000 2013. He has 
recently contributed to the Global Legal Insights - Mergers & Acquisitions 2nd Edition 
for Malaysian chapter.

SU SIEW LING, our Partner in the IP & Technology Practice Group was voted a Leading 
Lawyer for Enforcement and Litigation in WTR 1000 2013. She was also voted a 
Leading Lawyer for Intellectual Property in Chambers Asia Pacific 2013.

TAY BENG CHAI, our Managing Partner and Head of the Corporate & Commercial 
Practice Group has been voted a Leading Lawyer for Corporate and M&A in Legal 500 
2013 and Chambers Asia Pacific 2013 and for Mergers and Acquisition in IFLR1000 
2013. He was a member of the panel of discussion in the IE  Singapore Advisory 
Seminar on Doing Business in Malaysia in February 2013.

Tay & Partners garners praise for its ‘industry knowledge, response times and personal attention’. - Legal 
500 2013

“Practitioners at Tay & Partners are available at any time that is required – it is truly a 24/7-type firm. It also 
has a superb understanding of the client’s IP needs.” - WTR 1000 2013

“Very prompt in their advice.” “They act as business partners and work with us to find ways to make the deal 
happen.” - Chambers Asia Pacific 2013

“I feel that the group operates as a great team, with each lawyer specialising in their areas of expertise to 
serve clients from different industries. They regularly update us on the latest laws and relevant issues in the 
country.” - Chambers Asia Pacific 2013

LEONARD YEOH, our Partner and Head of the Dispute Resolution, Employment & 
Industrial Relations Practice Group was voted a Leading Lawyer for Employment & 
Industrial Relations in Chambers Asia Pacific 2013.
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COPYRIGHT (AMENDMENT) ACT 2012 IN MALAYSIA

The Malaysian Copyright Act 1987 [the “Act”] was amended by the 
Copyright (Amendment) Act 2012 to, amongst others, facilitate Malaysia in 
fulfilling the requirements for accession to the WIPO Copyright Treaty (WCT) 
and WIPO Phonograms and Performances Treaty (WPPT). The amendments 
came into force on 1 March 2012.

This article will provide a summary of some of the amendments provided by 
the Copyright (Amendment) Act 2012.

Introduction of a Voluntary Notification 
of Copyright System, Creation and 
Maintenance of the Register of 
Copyright
The Voluntary Notification mechanism 

is governed by the Copyright (Voluntary 
Notification) Regulations 2012 which 

was gazetted on 28 May 2012 and came 

into force on 1 June 2012.

An Applicant who is the author of the 

work eligible for copyright in Malaysia, 

the copyright proprietor, assignee of the 

copyright or a licensee of an interest in 

the copyright who is a Malaysian citizen 

or a permanent resident of Malaysia 

may file the Voluntary Notification by 

himself. If he is not a Malaysian citizen 

or a permanent resident of Malaysia, 

he may appoint a representative who 

is a Malaysian citizen or a permanent 

resident of Malaysia to file the Voluntary 

Notification on his behalf.

In filing a Voluntary Notification, the 

Applicant shall provide a statutory 

declaration affirming that the Applicant 

is the author of the work eligible for 

copyright in Malaysia (the “Work”), 

the copyright proprietor, assignee or a 

person granted with an interest in the 

copyright. A copy of the Work has to be 

annexed to the statutory declaration and 

the Applicant shall also complete the 

prescribed form and paid the relevant 

official fees. If the Voluntary Notification 

is filed by a representative in Malaysia, 

an additional prescribed form authorising 

the person to file the said notification will 

need to be filed together.

If the Copyright Office is satisfied that 

the notification is in order, the particulars 

stated therein shall be entered into 

the Register of Copyright and a letter 

confirming the same will be sent to the 

Applicant.

One may rely on the particulars entered 

onto the Register of Copyright in all legal 

proceedings in court as a certified true 

extract from the Register of Copyright is 

recognised as prima facie evidence of 

the particulars entered therein and shall 

be admissible in all courts. 

Provision of compulsory registration 
of licensing bodies for copyright 
owners
A society or an organisation which 

intends to operate as a licensing body 

for copyright owners or for a specified 

class of copyright owners is required to 

register itself with the Copyright Office 

as a ‘Licensing Body’. The Copyright 
(Licensing Body) Regulations 2012 were 

gazetted on 28 May 2012 and came 

into force on 1 June 2012 to govern the 

provision of compulsory registration of 

licensing bodies.

Pursuant to the introduction of the 

registration of a licensing body, operation 

of the licensing bodies in Malaysia will 

be regulated and closely monitored.

Equitable remuneration to a performer
All references to “live performance” in 

the pre-amended Act has been reworded 

to “performance” although there is 

no amendment to the definition of 

“performance”. However, the definition 

of “performer” has been amended to 

include an actor, singer, musician, 

dancer or any person who acts, sings, 

delivers, declaims, plays in, interprets, or 

otherwise performs a performance.

Additional provisions are added to 

provide for an avenue to performer 

to apply to the Copyright Tribunal to 

determine equitable remuneration to a 

performer in the absence of a contract or 

to vary any such contract.

Deletion of the provision limiting 
copyright protection for unregistered 
design
Prior to the amendment, copyright in 

unregistered design capable of being 

registered shall cease as soon as any 

article applying such unregistered design 

has been reproduced by an industrial 

process for more than 50 times by the 

copyright owner or with the licence 

of the copyright owner. This provision 

relating to such unregistered design had 

since been deleted under the Copyright 

(Amendment) Act 2012.

By deleting this provision, it is 

questionable whether design registration 
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would be deliberately sidestepped in 

order to obtain copyright protection 

under the Act as it is expressly provided 

under the Act that copyright protection 

does not extend to registered design. 

Notwithstanding the above deletion, 

it remains under the Act that article 

applying the design derived from artistic 

work are protected by copyright for 25 

years from the end of the calendar year 

in which the said article is first marketed 

by or with the licence of the copyright 

owner.

Circumvent ion of  technological 
p ro tec t ion  measure  and r igh t 
management information
In view of the technological development, a 

more elaborate provision for circumvention 

of technological protection measure and 

right management information are inserted 

to the Act.

Subject to the exceptions listed below, 

no person shall circumvent or cause or 

authorise any person to circumvent the 

technological protection measure used 

by the copyright owner in exercising 

his rights under the Act and restrict the 

acts in respect of the work which are not 

authorised by the copyright owner or not 

permitted by law.

The above prohibition is subject to 

the following exceptions where the 

circumvention of the technological 

protection measures is for the sole 

purpose of:

1. achieving interoperability of an 

independently created computer 

programme with the original program 

or any other program;

2. identifying and analysing flaws 

and vulnerabilities of encryption 

technology;

3. testing, investigating or correcting 

the security of a computer, computer 

system or computer network;

4. identifying and disabling an 

undisclosed capability to collect or 

disseminate personally identifying 

information about the online activities 

of a natural person;

5. law enforcement; national security or 

performing a statutory function and 

related to anything lawfully done; or

6. the circumvention is done by a library, 

an archive or an educational institution 

for the sole purpose of making an 

acquisition decision in relation to a 

copyrighted work.

It is also provided that no person shall 

manufacture for sale or hire; import; 

sell, let or hire; offer or expose for 

sale or hire; advertise for sale or hire; 

possess or distribute; offer to the public 

or provide any service in relation to any 

technology, device or component which 

enable or facilitate the circumvention of 

technological protection measure.

It is further prohibited to remove or 

alter any electronic rights management 

information without authority; or to 

distribute, import for distribution or 

communicate to the public without 

authority, of works or copies of 

works knowing that electronic rights 

management information has been 

removed or altered without authority; 

having known or having reasonable 

grounds to know that such act will 

induce, enable, facilitate or conceal a 

copyright infringement.

“Rights management information” is 

defined under the Act to mean “when 

any of the information which identifies 

the work, the author of the work, the 

owner of any right in the work, the 

performer or the terms and conditions of 

use of the work, any number or codes 

that represent such information, is 

attached to a copy of a work or appears 

in connection with the communication 

of a work to the public”.

The above prohibition will not apply 

if the removal or alteration is related 

to anything lawfully done for the sole 

purpose of law enforcement; national 

security or performing a statutory 

function; or it is done by a library, an 

archive or an educational institution for 

the sole purpose of making an acquisition 

decision in relation to a copyrighted 

work.

Introduction of statutory damages as 
additional relief available
In addition to the relief of an order for 

injunction; damages; an account for 

profits and any other order as the court 

deems fit, available to the copyright 

owner, the Court may grant statutory 

damages of not more than RM25,000.00 

for each work but not more than 

RM500,000.00 in the total.

Creation of new offences such as 
“anti-camcording” and “tipping off”
It is now an offence under the Act to 

operate an audiovisual recording device 

in a screening room to record any film 

in whole or in part. Upon conviction, 

it is liable to a fine of not less than 

RM10,000.00 and not more than 

RM100,000.00 or to imprisonment for a 

term not exceeding 5 years or to both. 

It is also an offence to attempt to do the 

foregoing and upon conviction, it is liable 

to a fine of not less than RM5,000.00 

and not more than RM50,000.00 or to 

imprisonment for a term not exceeding 1 

year or to both.



3 | LegalTaps

C o p y r i g h t  ( A m e n d m e n t )  A c t  2 0 1 2  i n  M a l a y s i a

Anyone who tips off another person of an 

action or proposed action by an Assistant 

Controller of the Copyright Office or 

a police officer not below the rank of 

Inspector related to an investigation 

conducted or about to be conducted 

under the Act or any matter likely to 

prejudice such investigation or proposed 

investigation commits an offence. It is 

also an offence to tip-off any other person, 

any information on a disclosure made to 

an Assistant Controller of the Copyright 

Office or a police officer under the Act 

or any matter likely to prejudice any 

investigation which might be conducted 

following such disclosure. 

Provision of limitation and exemption 
on the liability of service providers
Generally, a service provider shall not 

be held liable for copyright infringement 

for merely providing connection, 

transmission or routing through its 

primary network. 

A service provider shall also not be 

liable for copyright infringement due 

to system caching, storing electronic 

copy of the work at the direction of the 

user or referring/linking a user through 

information location tools such as a 

hyperlink or directory.

A copyright owner may notify the service 

provider if an electronic copy of any 

work accessible in a network infringes 

his copyrighted work, requiring the 

service provider to remove or disable 

any access to the electronic copy on the 

service provider’s network and providing 

the service provider an undertaking to 

compensate the service provider any 

damages, loss or liability arising from the 

compliance of the notification.

Upon receipt of the notification, the 

service provider shall comply with the 

notification within 48 hours. 

The person whose electronic copy of 

the work was removed or access being 

disabled may issue a counter notification 

to the service provider, requiring the 

service provider to restore the electronic 

copy of the work or access to it and at 

the same time provide a undertaking to 

compensate the service provider any 

damages, loss or liability arising from the 

compliance of the counter notification.

The service provider shall then inform 

the issuer of the notification about the 

counter notification received and provide 

the said issuer a copy of the said counter 

notification. At the same time, the service 

provider shall also let the issuer knows 

that the removed material or access to 

the removed material will be restored in 

10 business days.

The issuer of the notification may file an 

action in Court to restrain the issuer of 

the counter notification from engaging 

in any infringing activity relating to 

the material on the service provider’s 

network. The issuer of the notification 

may within the 10 business days issue 

another notification to the service 

provider notifying him that a court action 

has been filed and the service provider 

shall not restore the removed material or 

access to the removed material according 

to the counter notification.

Anyone who makes any false statement 

on point material to the object of 

notification shall be guilty of an offence 

punishable with a fine not exceeding 

RM100,000.00 or to imprisonment for a 

term not exceeding 5 year or to both; and 

liable to compensate any person who 

suffer any loss or damages as a result of 

the notification made.

Granting of additional power to the 
enforcement officers
The enforcement officers are granted 

additional power to access to 

computerised or digitalised data and to 

intercept communications under the Act.

Admissibility of evidence of agent 
provocateur
It is provided that notwithstanding any 

written law or rule of law to the contrary, 

no agent provocateur is presumed to 

be unworthy of credit just because 

he attempted to abet or abetted the 

commission of an offence by any person 

if such act was for the sole purpose of 

securing evidence against such person.

It is also provided that any oral or written 

statement made to the agent provocateur 

by any person subsequently charged 

with an offence under the Act shall be 

admissible as evidence.

Cheah Chiew Lan
chiewlan.cheah@taypartners.com.my

Chiew Lan is a partner in the Intellectual 
Property and Technology Practice Group. She 
can be contacted for any advice on the article 
above or any areas of IP and technology issues.

Conclusion

The Copyright (Amendment) Act 2012 
has brought about several important 

aspects in protecting copyright in 

Malaysia. As the amendments have 

just come into force about a year 

ago, the effect and enforcements of 

the provisions will need to be seen in 

time to come.
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DOMINANCE, ABUSE OF DOMINANCE AND THE FINAL GUIDELINES

Market Share – 60% rule of thumb
An enterprise with significant market share 

has market power to dictate price and other 

trading terms without effective constraints 

from competitors or potential competitors. 

There comes a point where competition 

commissions call them ‘dominant’ and 

apply additional rules on them. 

A quick rule of thumb is useful to see 

if these additional dominance rules will 

apply. MyCC has chosen 60% market 

share as indicative of significant market 

power suggesting possible dominance. 

This figure is on the higher end of the 

scale amongst jurisdictions around the 

world. Singapore has also chosen 60% 

and one can speculate this is influenced 

by the level of concentration in the city 

state. Malaysia on the other hand has 

an economic landscape which is fairly 

oligopolistic in a number of areas.  A higher 

threshold is naturally less disruptive to 

the status quo and should be welcomed 

by business.  

The Relevant Market 
Market share does not exist in vacuum 

but must relate to the relevant product 

and geographic market. The Guidelines 

explains that determining whether an 

enterprise is dominant in the relevant 

market is the starting point. This is done by 

applying a technical set of rules ( see Market 

Definition Guidelines ). Getting the market 

definition right is of utmost importance in 

any self –assessment.

Products and services are affected 

by substitutes and geographical 

concentrations. The ability of a major 

supplier to increase prices freely may be 

constrained by these factors. Applying 

relevant market definition correctly is 

the crucial first step in analysing if an 

enterprise is truly dominant.

Other Constraints
This 60% figure is purely indicative – an 

enterprise with more than 60% market 

share may not be considered dominant and 

conversely one with less than 60% could 

be considered dominant. Why is this so?

There are myriad factors at play – eg. 

potential competitors, low barrier of entry 

into the business, economic regulation 

imposed by government and few buyers 

with equal economic power equal to the 

dominant supplier. 

The Guidelines explain that potential 

competitors will see opportunities when 

a dominant supplier decides to increase its 

price to an extent that makes it attractive 

for other potential suppliers to enter the 

market. This supplier is therefore unable to 

act in a dominant manner due to potential 

competitors waiting on the side. Low entry 

barriers means the time lag for new market 

entrants is shorter and this deters abusive 

conduct by dominant enterprises.

The Abuse
Dominance in itself is benign and an 

enterprise is not prohibited from being 

dominant. Economic theories expound 

efficiency and innovation to benefit 

consumers and therefore a dominant 

player who is efficient and innovative is 

not penalised. 

Looking at it another way, Chapter 2 is not 

about protecting inefficient competitors 

or competitors in general. It is about 

protecting the competitive process which 

is the cornerstone of competition law. It 

is therefore always important to ask how 

a dominant enterprise got to where it 

is and how it stayed there. Is it through 

abusive conduct or through efficiency and 

innovation?

Where a major enterprise becomes 

dominant and tightens its grip by abusing 

its dominance, MyCC will act. Abusive 

conduct are of 2 types – exclusionary 

abuse and exploitative.

Exclusionary Abuse
The Guidelines explains that this is assessed 

in terms of its effect on competition. Is the 

conduct complained of adversely affecting 

consumers and does it exclude an equally 

efficient competitor? 

An example of exclusionary abuse is 

foreclosing a market to a competitor by 

locking in customers with loyalty rebates 

which are not related to cost savings, 

Customers will stick to a dominant supplier 

because of promised rebates kicking in 

when certain volume is purchased. 

Another example is when a dominant 

supplier refuses to sell a product needed in 

a downstream market or only agrees to sell 

it at a higher price because the dominant 

supplier competes in the downstream 

market as well. 

The Chapter 2 Prohibition Final 

Guidelines was published by MyCC on 

July 2012. The contents did not surprise 

but is nonetheless much welcomed 

by enterprises which have assessed 

themselves as being at risk.

Chapter 2 deals with dominance and 

abuse of dominance. MyCC has chosen 

60% as the indicative threshold. This of 

course relates to market share.
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D o m i n a n c e ,  A b u s e  o f  D o m i n a n c e  a n d  t h e  F i n a l  G u i d e l i n e s

Tay Beng Chai
bengchai.tay@taypartners.com.my

Exploitative Conduct
When there is no effective competition, 

a dominant enterprise can raise prices to 

exploit the situation. An opposite situation 

can occur when a dominant supplier drops 

prices severely for a short period to drive 

out a competitor as in predatory pricing. 

By itself, low prices seem to be a boon 

to consumers in the short term but such 

predatory pricing are not meant to benefit 

consumers but intended to foreclose the 

market so that in the longer term, it can 

raise prices again. 

Can Abuses be Justified? 
The Guidelines also mention many other 

instances of abuse or potential abuse eg 

exclusive dealing, price discrimination, 

buying up scarce intermediate resources, 

refusal to share essential facilities. It 

however cautions that practically every 

case has to be looked at separately – 

essentially on a case by case basis. 

Section 10 ( 3 ) expressly preserve the right 

of a dominant enterprise to take steps which 

has reasonable commercial justification or 

which represents a reasonable commercial 

response to the market  entry or market 

conduct of a competitor. The Guidelines 

provides some useful examples – refusing 

to sell to a buyer which has not paid for 

past purchases, refusing to grant access 

to a facility which is already being used 

to capacity, meeting competitor’s price in 

the short term even though this is below 

costs and offering loyalty rebates related 

to reduced costs in supplying particular 

customers. This is of course not an 

exhaustive list. 

Dominant enterprises should be prepared 

to advance its commercial reasons if they 

feel they are reasonable and justified under 

Section 10 ( 3 ). Walking through the 

process and consulting with a competition 

lawyer or economist will be necessary in 

many cases to help distinguish between 

valid and invalid reasons and market 

responses.

Lynette Yee
lynette.yee@taypartners.com.my

Beng Chai is the Managing Partner and he heads the Corporate & Commercial Practice Group. Lynette practices in the Corporate & Commercial 
Practice Group.

For further information and advice on this article and/or on any areas of corporate and commercial advisory work, please contact: 
Tay Beng Chai
(bengchai.tay@taypartners.com.my)
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RECENT EMPLOYMENT LAWS DEVELOPMENTS IN MALAYSIA

Employment (Amendment) Act 2012

The Employment (Amendment) Act 2012 (“the Amendment Act 2012”) came into force on 
1 April 2012. Prior to the coming into force of the Amendment Act 2012, an “employee” 
was defined in section 2 read together with the First Schedule of the Employment Act 
1955 (“the EA”) as including any person, irrespective of his occupation, who enters 
into a contract of service with an employer and whose wages do not exceed RM1,500 

a month and any person, irrespective of the amount of wages earned in a month, who 
is engaged in specified work, e.g. manual labour (“EA employees”). 

Pursuant to the Employment (Amendment of First Schedule of First Schedule) 
Order 2012 which also came into force on 1 April 2012, item 1 of the 

First Schedule of the EA now defines “employee” as including, inter 
alia, any person, irrespective of his occupation, who enters into a 

contract of service with an employer and whose wages do not exceed RM2,000 a month.

Some of the key amendments to the EA under the Amendment Act 2012 are as follows:

Maternity protection 

The EA has been amended to provide that 

Part IX of the EA on Maternity Protection 

is extended to every female employee, 

irrespective of her wages. The definition of 

“confinement” has also been amended to 

enable a pregnant female employee to enjoy 

maternity protections under the EA as early as 

at 22 weeks of pregnancy (compared to 28 

weeks previously), should the eventualities 

such as premature births or miscarriages 

occur. 

Prior to the Amendment Act 2012, any 

employer who terminates a female employee 

during her maternity leave commits an 

offence. However, the EA now provides for an 

exceptional situation where an employer may 

terminate the services of a female employee 

during her maternity leave, i.e. where there 

is a closure of the employer’s business.  

Sexual harassment

The Amendment Act 2012 introduces a new 

Part XVA to the EA to deal with complaints 

of sexual harassment by employees and 

is extended to cover every employee, 

irrespective of the wages of the employee. 

The EA now imposes a duty upon an 

employer to inquire into a complaint of 

sexual harassment in the prescribed manner. 

If an employer refuses to do so, he must 

inform the complainant of the refusal and the 

reasons for refusal in writing. An employer 

may refuse to inquire into a complaint if the 

complaint has previously been inquired into 

and no sexual harassment has been proven, 

or if the employer is of the opinion that the 

complaint is frivolous, vexatious or is not 

made in good faith. Any employee who is 

dissatisfied with such refusal may refer the 

matter to the Director General of Labour 

who will review the matter. 

The employer may take disciplinary action 

against the individual employee who is 

found guilty of sexual harassment, including 

dismissal without notice, downgrading or 

imposing any other lesser punishment. If the 

guilty individual is other than an employee, 

the employer may recommend that the 

person be brought before an appropriate 

disciplinary authority to which the individual 

is subject to.  

Any employer who breaches any of the 

above requirements commits an offence and 

shall, on conviction, be liable to a fine not 

exceeding RM10,000. 

National Wages Consultative Council 

Act 2011

The National Wages Consultative Council 

Act 2011 (“the NWCCA”) came into effect 

on 23 September 2011 for the purpose of 

implementation of a minimum wage policy in 

Malaysia. The National Wages Consultative 

Council (“the Council”) was entrusted to 

come out with recommendations on a 

minimum wage. 

On 30 April 2012, the Prime Minister Dato’ 

Sri Mohd Najib bin Tun Haji Abdul Razak 

had announced the minimum wage that will 

be paid to employees in the private sector, 

i.e. RM900 per month or RM4.33 per hour 

for employees in Peninsular Malaysia and 

RM800 per month or RM3.85 per hour for 

employees in Sabah, Sarawak and Labuan. 

Some allowances or fixed cash payments 

may be included in the calculation of the 

minimum wage. The minimum wage is not 

applicable to those in domestic service e.g. 

maids and gardeners. 

The Minimum Wages Order 2012 was 

gazetted on 16th July 2012 and came  into 
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operation on 1st January 2013 for employer 

who employs more than five employees and 

regardless of the number of employees, an 

employer who carries out a professional 

activity classified under the Malaysia 

Standard Classification of Occupations 

(MASCO) as published officially by the 

Ministry of Human Resources. For an 

employer who employs five employees or 

less, other than an employer referred to in 

Order 2(1)(a)(ii), the Minimum Wages Order 

2012 will come into operation on 1st July 

2013. 

An employer who fails to pay the basic 

wages as specified in the Minimum Wages 

Order to his employee commits an offence 

and shall, on conviction, be liable to a 

fine of not more than RM10,000 for each 

employee. The Minimum Wages Order will 

be reviewed by the Council at least once in 

every two years. 

Minimum Retirement Age Act 2012

The Minimum Retirement Age Bill 2012 

was passed by Dewan Rakyat on 27th June 

2012 and Dewan Negara on 17th July 2012. 

The Minimum Retirement 

Age Act 2012 (“the Act”) 

was gazetted on 16th 

August 2012 and 

will be implemented 

from 1st July 2013. 

Emp loye r s  may 

apply to defer the 

implementation of 

the minimum 

retirement age for 

6 months. Such 

application must 

be submitted 

wi th  s t rong 

reasons and 

justification to 

the Ministry of 

Human Resources not 

later than 30th April 

2013 (extended 

from the previous 

deadline of 28th 

February 2013). 

The Act stipulates that the minimum 

retirement age of an employee in the private 

sector shall be upon the employee attaining 

the age of 60 years. Certain types of jobs or 

categories of workers are excluded from the 

Act, which are set out in the Schedule to the 

Act. These include probationer, non-citizen 

employee, domestic servant, employee with 

average hours of work not exceeding 70% 

of the normal hours of work of a full-time 

employee, employee on fixed term contract 

which is not more than 24 months, including 

any extension of the contract within the 

first 24 months and any person who, before 

the date of coming into operation of the 

Act, has retired at the age of 55 years or 

above and subsequently is re-employed after 

he has retired. The Act provides that the 

Minister of Human Resources may prescribe 

a minimum retirement age higher than 60 

years by notification in the Gazette.

Under the Act, an employer shall not 

prematurely retire an employee before the 

employee attains the minimum retirement 

age. If the employer does so, the employer 

shall, on conviction, be liable to a fine not 

exceeding RM10,000. Notwithstanding the 

minimum retirement age prescribed in the 

Act, an employee may retire upon attaining 

the age of optional retirement as agreed in the 

contract of service or collective agreement. 

The Act further provides that any retirement 

age in a contract of service or collective 

agreement made before, on or after the date 

of coming into operation of the Act which 

is less than the minimum retirement age 

provided under the Act  shall be deemed to 

be void and substituted with the minimum 

retirement age provided under the Act. It 

is not permissible for the employer and 

employee to exclude or limit the operation 

of any provision of the Act and any such 

term shall be void. 

Part III of the Act empowers the Director 

General of Labour to inquire into complaints 

by an employee who has been prematurely 

retired by his employer. Such complaint must 

be made by the employee within 60 days from 

the date of the retirement. If the employer 

had retired the employee prematurely, the 

Director General of Labour has the power 

to direct the employer to reinstate the 

employee in his former employment or to 

pay the employee a compensation in lieu of 

reinstatement not exceeding the amount of 

total wages of the employee calculated from 

the date the employee has been prematurely 

retired to the date the employee attains the 

minimum retirement age. 

However, if the employee has made a 

representation under section 20 of the 

Industrial Relations Act 1967, the Director 

General of Labour will not conduct an 

inquiry on the employee’s complaint. 

Employees in the private sector

Peninsular Malaysia

RM900 per month or RM4.33 per hour 

Employees in Sabah, Sarawak and 

Labuan. 

RM800 per month or RM3.85 per hour.

Some allowances or fixed cash payments 

may be included in the calculation of 

the minimum wage. The minimum wage 

is not applicable to those in domestic 

service e.g. maids and gardeners. 

Minimum wage:

Lim May Fenn
mayfenn.lim@taypartners.com.my

May Fenn practices in the Litigation and 
Dispute Resolution Practice Group. 

For further information and advise on this 
article and/or on any areas of employment 
and/or litigation, please contact: 
Leonard Yeoh 
(leonard.yeoh@taypartners.com.my)
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DOMAIN NAME DISPUTES IN MALAYSIA

Introduction 
“The internet is increasingly used by commercial organisations to promote themselves and their products and in some cases 
to buy and sell. For these purposes they need a domain name identifying the computer which they are using…A subscriber 
to a service provider can also browse around the world wide web and seek web pages associated with a particular domain 
name. Thus if he transmits a domain name to his service provider, it will contact the domain name and the web pages 
sought and provide the information obtained.”

- British Telecommunications plc and Another v. One In a Million Ltd (1998) 4 All ER 476

.my Domain name disputes
Domain disputes are first brought by 

submitting a complaint to the Kuala 

Lumpur Regional Centre of Arbitration 

(KLRCA) (www.rcakl.org.my). The dispute 

is resolved in accordance with the MYDRP 

Policy and Rules. 

MYDRP is an administrative process 

designed to provide simple, fast and 

affordable resolution of .my domain 

name disputes. It also governs the terms 

of resolving a dispute between the 

Respondent of a .my domain name and 

the Complainant over the Respondent’s 

registration and/or use of a domain name.

If a Complainant can successfully prove 

(1) that the disputed domain name is 

identical/similar to a trade or service 

mark of the Complainant, and (2) that 

the Respondent registered and/or used 

the disputed domain name in “bad faith”, 

subject to the Respondent proving its rights 

and legitimate interests in the disputed 

domain name, the registration of the 

disputed domain name will be transferred 

to the Complainant or deleted.

The KLRCA will manage the entire 

domain name dispute resolution process, 

including receiving all relevant documents 

from the Complainant and Respondent, 

appointing the persons (Panellists) who 

will make the decision in respect of a 

Complaint and communicating with the 

relevant parties such as the Complainant, 

Respondent, Panellists and MYNIC 

Berhad. A Complainant bears all the fees, 

except where the Respondent chooses a 

3-member Panel rather than the single 

member Panel chosen by the Complainant.

A complaint to the KLRCA must contain 

the following:

(a) Details of the Complainant;

(b) Preferred method for communication 

and the Complaint’s contact person;

(c) Choice to have Proceeding decided 

by a single member Panel or three 

member Panel;

(d) Details of Respondent;

(e) Domain name(s) in dispute;

(f) Trade mark(s) or service mark(s) on 

which the Complaint is based and a 

description of the goods or services 

to which the mark relates;

(g) Remedies sought;

(h) Any legal proceedings which involve 

the domain name(s) that may have 

been commenced or terminated by 

the Complainant;

(i) Statement that Complainant agrees to 

be bound by exclusive jurisdiction of 

the Malaysian Courts; and

(j) Grounds of Complaint and all relevant 

documents and evidence relied on.

A Complainant who does not wish to 

resolve the dispute through the KLRCA 

may institute proceedings at the Court 

or through arbitration of any dispute 

resolution process as agreed between the 

parties.

Case Law
There are a number of cases which involve 

domain names in Malaysia. 

In the case of Petroliam Nasional Bhd 

(Petronas) & Ors v Khoo Nee Kiong (2003) 

4 CLJ 303, the Plaintiffs claimed that the 

Defendant had registered a number of 

domain names which contain the word 

“PETRONAS” for purposes of sale and had 

also maintained a website under www.

petronasgas.com which purports to provide 

information on the locality of the Plaintiffs’ 

service stations and the Plaintiffs’ 3 phase 

Peninsular Gas Utilisation (PGU) Project. 

As such, in so doing, the Defendant had 

misrepresented to the relevant trade and 

public that the websites operated by the 

Defendant were maintained or authorised 

by or connected with the Plaintiffs and 

Domain name is an identification 

label that defines an administrative 

authority and control in the internet. 

Domain names are used as pointers 

to IP addresses. An important purpose 

of domain name is to provide easily 

recognizable name to address internet 

resources.

In Malaysia, .my Domain Registry (legal 

entity of Mynic Berhad) is the sole 

administrator for web addresses that 

end with the gTLD.my in Malaysia. An 

Applicant for the registration of a .my 

domain name must have presence in 

Malaysia. A foreign individual applicant 

must be above 18 years old, have valid 

proof of residing in Malaysia and have a 

valid passport. For businesses, companies 

have to have a presence in Malaysia to 

be able to register a domain name.
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that the Defendant and his business was 

connected to or associated with the 

Plaintiffs, thereby causing confusion and 

deception amongst the relevant trade and 

public and the Plaintiffs have suffered 

damage as a consequence.

The Plaintiffs sought an injunction to 

restrain the Defendant and his agents 

from doing certain acts in relation to 

any domain name which contains the 

word “PETRONAS” and to compel the 

Defendant to transfer the domain name 

petronasgas.com to the Plaintiffs.

The Court, in granting the interlocutory 

injunction, held that the Plaintiffs have 

sufficiently demonstrated that since the 

said domain names contain the word 

“PETRONAS”, it can be assumed that 

the intention of the Defendant in using 

the said domain names was to deceive 

the public by passing off himself as part 

of the Petronas group of companies or 

his business or products as those of the 

Plaintiffs.

In another case of Intel Corporation 

v Intelcard Systems Sdn Bhd & Ors 

(2004) 1 CLJ 550, the Plaintiff claimed 

that the 1st Defendant’s domain name, 

www.intelcardsystems.com is visually 

deceptive and any ordinary member of 

the public will tend to associate the 1st 

Defendant and its products as the Plaintiff’s 

especially when the Plaintiff manufactured 

microprocessors, which form the basis of 

smart cards, which the 1st Defendant is 

dealing in. Further, by virtue of the fact 

that the Plaintiff already had 6 subsidiaries 

in Malaysia with the prefix “INTEL” to 

their names, the 1st Defendant’s name is 

bound to mislead the general public into 

thinking that it is also one of the Plaintiff’s 

subsidiaries dealing in smart cards.

As such, the Plaintiff sought an interim 

injunction to restrain the Defendants 

from using the name “INTEL” in its trade 

and passing off of its business as that of 

the Plaintiff’s and the Court allowed the 

Plaintiff’s application.

In the recent case of Ogawa World Berhad 

& Anor v Ch’ng Wai Loong, the Plaintiffs 

brought an action against the Defendant 

for a declaratory order, injunction and 

damages. The Plaintiffs’ claim is based 

on conversion, trespass and breach of 

fiduciary duty in respect of the domain 

name www.ogawaworld.com.

The Defendant was assigned to register 

the domain name www.ogawaworld.com 

under the 1st Plaintiff’s name. However, 

the Defendant had registered the said 

domain name under his own name instead 

of the 1st Plaintiff’s name.

The Court held that based on the evidence, 

the Plaintiff had shown that the Defendant 

had unlawfully registered the domain 

under his own name and was the controller 

of the said domain. The Defendant had 

also admitted that he was still in control 

of the domain and had failed, refused and/

or neglected to return the domain name 

to the Plaintiffs.

Hence, the Court was satisfied that the 

actions of the Defendant in unlawfully 

registering and controlling the domain 

name www.ogawaworld.com under his 

own name constituted conversion of and 

trespass to the Plaintiffs’ property in the 

domain name and also tantamount to 

breach of fiduciary duty.

April practices in the Intellectual Property 
and Technology Practice Group. 

For further information and advise on this 
article and/or on IP and Technology laws, 
please contact:
Linda Wang 
(linda.wang@taypartners.com.my)
Su Siew Ling 
(siewling.su@taypartners.com.my)

April Wong
april.wong@taypartners.com.my

gTLDs, various individual organisations 

had put in their applications to register their 

brands. Amongst the list of domains applied 

for include .bbc, .bank, .google and .london.

Concerns have been raised that a massive 

expansion of the domain name universe 

will lead to an increase in phishing, fraud 

and cybersquatting, with corresponding 

increase in legal costs for trade mark 

owners. Many may be forced to apply for 

“dot-brand” gTLDs defensively although 

the new gTLDs will also provide invaluable 

brand equity to trade mark owners. With 

the expanding horizons of domain names, 

one thing that is certain is that trade mark 

owners will have to be extra vigilant against 

the heightened exposure to risks of misuse 

of trade marks in cyberspace. 

Conclusion
Trade mark owners have for some time 

expanded protection of trade marks in 

cyberspace. As technology continues 

to evolve, so are strategies to deal with 

cybersquatting, abuse and misuse of 

trade marks and valuable brands. 

The recent decision of increasing 

generic Top-Level Domains (gTLDs) 

by the Internet Corporation for Assigned 

Names and Numbers (ICANN) from 

the current number of 22 had sparked 

numerous debates and criticisms lately. 

gTLDs are the suffixes to addresses and 

include familiar address endings such 

as .com, .org and .net. With the new 
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