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Chapter 17
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1 Patent Enforcement

1.1 How and before what tribunals can a patent be enforced
against an infringer?

A patent is enforced by filing a patent infringement action at the
High Court. There is a specialised Intellectual Property Court
within the commercial division of the High Court in Kuala Lumpur.
By and large, patent infringement actions are brought in that
specialised Court, although actions arising outside the jurisdiction
of the Kuala Lumpur High Court may be filed at the local High
Court.

The action is commenced by filing a Writ which must be served on
the defendant while it is valid. The Writ is valid for 6 months from
the issue date and its validity may be extended twice for not more
than 6 months each time. The Writ is usually served endorsed with
the Statement of Claim. If it is not so endorsed, the Statement of
Claim must be served no later than within 14 days of the defendant
entering an appearance.

1.2 What are the pre-trial procedural stages and how long
does it generally take for proceedings to reach trial from
commencement?

After the Writ is served, the defendant has limited time to enter an
appearance and, thereafter, to file a defence and, if required, to
submit a counterclaim together with particulars of the objection.
Within 14 days, the plaintiff may file a reply to the defence and, if
there is a counterclaim, file a defence to the counterclaim. The
defendant may reply to the defence to counterclaim within 14 days.
Pleadings are deemed closed after that.

The sealed Writ is usually endorsed with a first case management
hearing date. Otherwise, the plaintiff must, within 14 days of the
close of pleadings, file a request for case management.

There will be a number of case management hearings before trial.
These hearings are to get the case ready for trial and directions are
issued with that objective. The hearings also provide an
opportunity for counsel to bring up issues relating to the trial, which
they are unable to agree on, for the Judge’s direction. The following
are required to be completely prepared before trial dates will be
fixed:

(i)  Identification of the issues for trial.

(ii))  Statement of agreed facts.

(iii) Common documents for trial, which are segregated into 3
bundles: admitted bundle; agreed bundle; and non-agreed
bundle.
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(iv)  List of witnesses.

(v)  Witness statements which are to be filed and exchanged
before the trial dates. The witness statement stands in place
of the oral evidence in chief of the witness and is usually
taken as read. Thus, on the day of the trial, a witness can be
cross-examined soon after he takes the stand and after his
statement has been formally marked into evidence.

Prior to trial, the judge may recommend or a party may request that

the case be referred to mediation. The mediation is Court-assisted

and may take place only if all the parties to the proceedings agree.

Mediation hearings will be before a separately appointed High

Court judge who is not the hearing judge. If there is no settlement

resulting from the mediation, the case will go back to the hearing

judge for trial. Such mediation hearings have had some degree of
success in assisting parties to resolve matters without going through
trial. It has also helped to reduce the case load of trial judges.

There is a general direction for trials to be heard and disposed of
within 2 years of filing. On average, a case at the specialised
Intellectual Property Court reaches trial within 2 to 3 years from
commencement of an action.

1.3  Can a defence of patent invalidity be raised and if so
how?

A defence of patent invalidity is available to a defendant or to any
aggrieved person. Actions relating to patents are commenced at the
High Court.

The defence is raised by filing a counterclaim together with
particulars of the objection which must be sufficiently pleaded to
enable the plaintiff to identify the grounds by which the patent in
suit is said to be invalid. Unless sufficiently pleaded, a defendant
may be precluded from relying on a piece of prior art or ground of
objection.

1.4 How is the case on each side set out pre-trial? Is any
technical evidence produced and if so how?

Parties set out their cases in their respective pleadings: the plaintiff
in his statement of claim, reply to statement of defence and/or
defence to counterclaim (if any); and the defendant in his statement
of defence and, if applicable, the counterclaim and reply to the
defence to counterclaim.

The evidence of chief witnesses including technical or expert
evidence is contained in the witness statements. All documents
including prior art documents, visual and/or audio-visual
recordings, drawings, diagrams, models and physical products and
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other materials relied on should as far as possible be made available
to the other party and the ourt when the witness statements are filed
and exchanged. The time by which witness statements must be
exchanged varies according to the Judge’s direction but it is in
general about a week or two before trial. Once filed, the witness
statement may not be substantially added to or amended unless with
the other party’s consent or the Judge’s permission.

1.5 How are arguments and evidence presented at the trial?
Can a party change its pleaded arguments before and/or
at trial?

The plaintiff, who bears the burden of proof, begins the case by
making an opening statement. The object is to provide the Judge
with a brief description of the case and the essential points of
evidence that will be covered by the witnesses. The plaintiff’s
witnesses are then called. With the witness statement standing in
place of oral evidence in chief, each witness will be cross-examined
and re-examined after taking the oath. The plaintiff’s case is closed
after all his witnesses have been called and examined. If he elects
to adduce evidence, the defendant will then proceed to open his case
and call his own witnesses. When all his witnesses have been called
and examined, the defendant’s case is closed.

Written closing speeches or trial submissions are common. These
are usually directed to be filed within a specified time. Written
reply to the opponent’s submission will usually also be directed to
be filed within a specified time. After the written submissions and
reply are filed, a date will usually be fixed for counsel to take the
Judge through the written submissions and also to respond to any
questions or request for clarification which the Judge may have.
The Judge will then fix a date for decision. Some Judges may
dispense with the need for oral submission and/or clarification but
it is recommended that counsel request it to be sure that the Judge
correctly understands the submissions or is at least made aware of
all the salient points of the submission.

A party may amend any pleading of his once before the pleadings
are deemed to be closed. If the other party disagrees to the
amendment, he may apply to the Court within 14 days of the
amended pleading being served to have the amendment disallowed.

Leave of Court is required if the pleading is to be amended a second
or subsequent time or after pleadings are closed. The Court has
discretion to grant leave at any stage of the proceedings, before or
at trial, or even after judgment or on an appeal. It must be shown
that the amendment is necessary to enable the real issues between
the parties to be tried, subject to penalties on costs. Leave will
generally not be granted if the opposing party will be prejudiced or
injured by the amendment in ways which cannot be compensated by
costs.

1.6 How long does the trial generally last and how long is it
before a judgment is made available?

The length of the trial largely depends on the number of witnesses
who are called to testify. A patent trial may last from 3 days for
more straightforward cases to about 15 days or longer for complex
cases.

Judgment will usually be delivered within 4 to 8 weeks after closing
submissions and reply submissions are filed.

1.7  Are there specialist judges or hearing officers and if so do
they have a technical background?

The current Judge of the Intellectual Property Court and the
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majority of the commercial Judges are not technically trained and
do not have any technical background. The Judges are guided by
the evidence and assistance given by expert witnesses during trial.
It is therefore important for evidence, especially technical expert
evidence, to be given in a manner which is clear and easy to follow.

1.8 What interest must a party have to bring (i) infringement
(ii) revocation and (iii) declaratory proceedings?

(i)  The patentee has the right to bring patent infringement
proceedings. Any licensee (unless precluded by the licence
contract) or the beneficiary of a compulsory licence may sue
for infringement if the patentee refuses or fails to file
proceedings within 3 months of being requested to do so.

(i)  Any aggrieved party may institute Court proceedings against
the patentee to invalidate the patent.

(iii) Any interested party has the right to request, by bringing
proceedings against the patentee, that the Court declares that
the performance of a specific act does not constitute an
infringement. However, if the act in question is already the
subject of infringement proceedings, the defendant may not
institute proceedings for a declaration of non-infringement.

1.9 Can a party be compelled to provide disclosure of
relevant documents or materials to its adversary and if so
how?

The rules relating to discovery apply. The process of discovery can
be initiated by serving the requisite notice, requesting production
and the inspection of the documents from the opposing party. The
Court may compel adherence with the request if there is refusal or
failure to comply with the initial request. Documents claiming
legal privilege are precluded from discovery. Confidential
documents which are not legally privileged are not excused from
disclosure if it is established that they are relevant evidence to the
issues in dispute. The use and disclosure of confidential documents
and information can, however, be made subject to restrictions and
limitations by a Court order or by mutual agreement of the parties.

1.10 Can a party be liable for infringement as a secondary (as
opposed to primary) infringer? Can a party infringe by
supplying part of but not all of the infringing product or
process?

The Patents Act 1983 makes no provision for secondary
infringement. A finding of infringement is made only if the product
or process falls within the scope of protection of the patent in suit.
If only part is supplied, and not all of the essential integers of the
independent claim/s are met, there will be no infringement.

1.11 Can a party be liable for infringement of a process patent
by importing the product when the process is carried on
outside the jurisdiction?

There is infringement if a product obtained directly by means of the
patented process is imported, notwithstanding that the process was
carried on outside Malaysia.

1.12 Does the scope of protection of a patent claim extend to
non-literal equivalents?

The Malaysian Courts take a “purposive approach” to claim

construction. A literal interpretation of the claim is avoided and the
Court will seek to give the patentee the full extent of the monopoly
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which a reasonable person, ordinarily skilled in the art, reading the
claim in context, would think he was intending to claim. The
question is always what a person skilled in the art would have
understood the patentee to be using the language of the claim to
mean.

1.13 Other than lack of novelty and inventive step, what are
the grounds for invalidity of a patent?

Any of the following may invalidate a patent:

(i)  whatis claimed as an invention is not an invention within the
meaning of the Patents Act 1983 or is excluded from
protection or is not patentable;

(i) the description or the claim does not comply with
requirements of the Act;

(iii) any drawings which are necessary for the understanding of
the claimed invention have not been furnished,;
(iv)  the right to the patent does not belong to the plaintift; or

(v) incomplete or incorrect information was deliberately
provided or caused to be provided to the Registrar by the
patentee or his agent during prosecution.

Are infringement proceedings stayed pending resolution
of validity in another court or the Patent Office?

Issues of validity and infringement of a patent are determined by the
High Court. The Patent Office has no jurisdiction to hear such
matters.

The Court has discretion to stay infringement proceedings pending
resolution of validity in another Court. It is not uncommon for a
transfer to be ordered so that both actions are before the same Court.
The Court may then hear the invalidation action first, or hear both
matters together in one trial sitting.

1.15 What other grounds of defence can be raised in addition
to non-infringement or invalidity?

Other grounds of defence that can be raised include that the alleged

infringing acts:

(i)  arenot for industrial or commercial purposes or for scientific
research only;

(i) are for uses reasonably related to the development and
submission of information to the relevant authority which
regulates the manufacture, use or sale of drugs;

(iii)
(iv)

relate to parallel imports;

are for the use of the patented invention on any foreign
vessel, aircraft, spacecraft or land vehicle temporarily in
Malaysia;

(v)  are time-barred; or

(vi) that the defendant was, in good faith at the priority date,
already making or using the patented invention in Malaysia
or had made serious preparations towards the same.

1.16 Are (i) preliminary and (ii) final injunctions available and if
so on what basis in each case?

A preliminary injunction is a discretionary remedy and is granted if:
(i) there is a serious issue to be tried (i.e. that an arguable case
exists); (ii) damages is not an adequate remedy for the plaintiff; and
(iii) there is doubt as to the adequacy of the respective remedies in
damages available to either party or to both, and the “balance of
convenience” weighs in favour of granting the injunction. The
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“balance of convenience” process involves weighing and balancing
the risk of doing an injustice by considering various relevant
factors, including whether the alleged infringing product has long
been in the market or is a new entrant, the ability of the respective
parties to compensate the other should it fail at trial, etc. Almost
without exception, a plaintiff is required to provide an undertaking
as to damages before a preliminary injunction will be granted. The
plaintiff gives the undertaking to the Court that it will make good
any damage which the defendant may suffer by reason of the
preliminary injunction. Some evidence of the plaintiff’s financial
ability to meet the undertaking is required.

The plaintiff is granted a final injunction upon a successful trial
although a defendant may ask for it to be stayed if it is appealing
against the trial judgment. Stay is not readily granted. Special or
exceptional circumstances warranting stay will need to be established.

1.17 On what basis are damages or an account of profits
estimated?

Damages, or an account of profits, are assessed after the trial in
separate proceedings before the Court Registrar. The assessment
proceedings are based on affidavit evidence although the Registrar
has discretion to require witnesses to be produced for examination.

The claimant must elect whether to pursue damages or an account
of profits.
usually not satisfactory to know if the account given is a true
reflection of the defendant’s profits. If damages are pursued, the
claimant must set out the basis of assessment and prove his claim.
Damages are generally claimed under three broad headings: loss of
profits or revenue; loss of opportunity; and injury to reputation and
goodwill.
infringement, such as costs of advertisements or publications to
warn the public of infringing products, can also be claimed as part
of damages.

The latter is not often elected because disclosure is

Other expenses actually incurred by reason of the

The purpose of awarding damages is to compensate the plaintiff for
the loss and injury (including injury to reputation and goodwill)
suffered due to the infringement, and not to punish the defendant or
enrich the plaintiff.

1.18 What other form of relief can be obtained for patent
infringement?

The Court may additionally order (i) delivery and/or destruction of
the infringing items and/or tools or equipment used to manufacture
the infringing items, (ii) publication of the judgment in newspapers
or trade publications at the defendant’s costs, and (iii) publication of
a public apology by the defendant.

1.19 Are declarations available and if so can they address (i)
non-infringement and/or (ii) claim coverage over a
technical standard or hypothetical activity?

Declarations addressing non-infringements are available. There is
as yet no Malaysian Court judgment giving declarations addressing
(ii) above. A declaration will only be granted if it is proved by the
evidence and would resolve the dispute between the parties. The
Court will not likely entertain declaratory proceedings on a
hypothetical situation or one which is a purely academic exercise.

1.20 After what period is a claim for patent infringement time-
barred?

The action is time-barred after 5 years from the act of infringement.
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1.21 s there a right of appeal from a first instance judgment
and if so is it a right to contest all aspects of the

judgment?

There is a right of appeal from a first instance judgment (High
Court) to the Court of Appeal in respect of the whole or any part of
the judgment. An appeal from the Court of Appeal to the Federal
Court (apex court) requires leave of the latter.

1.22 What are the typical costs of proceedings to first instance
judgment on (i) infringement and (ii) validity; how much of
such costs are recoverable from the losing party?

More often than not, infringement and validity are heard together.
Typical costs to first instance judgment on infringement alone
would be in the region of RM150,000 to RM600,000 depending on
the complexity of the case, number of witnesses and length of trial.
If invalidity is also an issue, costs can go up to more than
RM1,000,000. A successful party can expect to recover about 50%
to 80% of his incurred costs on taxation.

1.23 Can a defendant that is found to infringe and is ordered to
pay damages by a final non-appealable decision of the
Court apply to set aside the order if the patent is
subsequently revoked by another party?

It is unlikely that an application to set aside in such a circumstance
will be allowed. The opposing party will no doubt raise res
Jjudicata. 1f the plaintiff still decides to proceed to assess damages
or to sue for contempt based on disobedience of any injunctive
order granted, the fact that the patent is revoked may then be raised
at these proceedings, to say that no damages are payable and no
injunction can be effective as the patent is revoked (this is on
assumption that the revocation order is also final and non-
appealable). Thus, even if the decision is not set aside, it will be
challenging for the plaintiff to enforce the order in the face of a
revocation order by a Court of the same or higher jurisdiction.

2 Patent Amendment

2.1 Can a patent be amended ex parte after grant and if so
how?

Provided there is no pending Court action in which the validity of the
patent may be contested, the patent may be amended to correct a
clerical error or an obvious mistake, or for any other reason acceptable
to the Registrar, by filing a request and paying the prescribed fees.
Amendments having the effect of adding subject matter or extending
the protection conferred at the time of grant are not permissible.

2.2 Can a patent be amended in inter partes revocation
proceedings?

The Court has discretion to allow amendments to the patent in
revocation proceedings, taking into account the effect on validity by
the proposed amendments. Amendments which add subject matter
or which extend the protection conferred at the time of grant are not
permitted.

2.3  Are there any constraints upon the amendments that may
be made?

Please refer to questions 2.1 and 2.2 above.
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3 Licensing

3.1  Are there any laws which limit the terms upon which
parties may agree a patent licence?

A term of a licence contract is invalid if it imposes upon the licensee
restrictions not derived from the rights conferred on the patentee by
the Patents Act 1983, or which are unnecessary for the safeguarding
of such rights. The Competition Act 2010 (which came into force
on 1 January 2012) will govern agreements including patent
licences to prohibit anti-competitive agreement or conduct, and to
penalise commercial practice which is an abuse of dominant
position.

3.2 Can a patent be the subject of a compulsory licence, and
if so how are the terms settled and how common is this
type of licence?

A compulsory licence is possible but it is not common. The
applicant proposes the terms of the compulsory licence in his
application and the terms are determined after consideration by the
Intellectual Property Corporation of Malaysia. Any party aggrieved
by the determination of the Corporation may appeal to the High
Court.

4 Patent Term Extension

4.1 Can the term of a patent be extended and if so (i) on what
grounds and (i) for how long?

The term of a patent cannot be extended.

5 Patent Prosecution and Opposition

5.1 Are all types of subject matter patentable and if not what
types are excluded?

The following are not patentable, though they may be inventions

coming within the Patents Act 1983:

a) discoveries, scientific theories and mathematical methods;

b) plant or animal varieties or essentially biological processes
for the production of plants or animals, other than man-made
living micro-organisms, micro-biological processes and the
products of such micro-organism processes;

c) schemes, rules or methods for doing business, performing
purely mental acts or playing games; or

d) methods for the treatment of human or animal body by
surgery or therapy, and diagnostic methods practised on the
human or animal body (but products used in any such
methods can be patentable).

5.2 Is there a duty to the Patent Office to disclose prejudicial
prior disclosures or documents? If so, what are the

consequences of failure to comply with the duty?

Such a duty is not expressly imposed by the Patents Act 1983.
However, deliberately providing incomplete or incorrect
information to the Registrar is a ground for patent invalidation.
There is therefore risk of invalidity if the failure to disclose
prejudicial prior documents amounts to such a ground.
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5.3 May the grant of a patent by the Patent Office be
opposed by a third party and if so when can this be done?

There is no procedure for a third party to oppose the grant of a
patent.

5.4 Is there a right of appeal from a decision of the Patent
Office and if so to whom?

Any person aggrieved by a decision of the Registrar or the
Intellectual Property Corporation may appeal to the High Court.
There is a further right of appeal to the Court of Appeal. The
decision of the Court of Appeal is final, unless leave to appeal to the
Federal Court is obtained.

5.5 How are disputes over entitlement to priority and
ownership of the invention resolved?

Such disputes may be resolved by filing an action at the High Court;
declaratory judgments may be sought. After filing of the action,
parties may opt for Court-assisted mediation prior to trial. The
mediation will be led by a mediation judge who is not the hearing
judge. Parties may also attempt resolution outside the Court
system, via mediation or arbitration.

5.6 What is the term of a patent?

The term of a patent is 20 years from the filing date of the
application.

In either of the following circumstance, the term is 20 years from
the filing date or 15 years from the date of grant, whichever is
longer:

(i)  the application was pending on 1 August 2001; or

(i)  the patent has been granted and remained in force on 1
August 2001.

6 Border Control Measures

6.1 Is there any mechanism for seizing or preventing the
importation of infringing products and if so how quickly
are such measures resolved?

There is currently no legal provision or mechanism for seizing or
preventing the importation of infringing products.

7 Antitrust Law and Inequitable Conduct

7.1 Can antitrust law be deployed to prevent relief for patent
infringement being granted?

The Competition Act contains nothing to prevent grant of relief for
patent infringement. The Patents Act expressly provides that if
infringement has been or is being committed, the Court shall award
damages and shall grant an injunction to prevent further
infringement and any other legal remedy.
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7.2  What limitations are put on patent licensing due to
antitrust law?

Contractual terms which have the object or effect of significantly
preventing, restricting or distorting competition for goods or
services in any market in Malaysia are prohibited. However, if
there are significant technological, efficiency or social benefits
directly arising from the anti-competitive agreement or conduct,
then it may be excused. In questions posed to it, the Competition
Commission (“MyCC”) has explained that it is not against an IP
rights holder being a monopoly or dominant. It is, however,
concerned with abuse of dominant position. The imposition of an
excessive licence fee, for example, may constitute abuse of
dominant position and if so, the IP owner will have to show that the
fee is not unfair or unreasonable. Separate guidelines to address
intellectual property rights, which hopefully will throw more light
on the matter, are expected to be issued by MyCC within 2012 or
by the early part of 2013.

8 Current Developments

8.1  What have been the significant developments in relation
to patents in the last year?

The Registry has continued with efforts implemented in 2011 to
improve the procedures and shorten the pendency period for the
registration of patent. It continues to work towards shortening the
prosecution process to 26 months, and to 20 months for applications
approved to be on a fast track basis without examination objection.
The use of e-filing is still low and the Registry is looking into
measures to encourage greater use of it.

8.2  Are there any significant developments expected in the
next year?

A significant development would be the coming into force of the
proposed amendments to the Patents Act 1983. They are now
scheduled to be finalised and take effect by end 2012 or early 2013.
Included within the proposed amendments are provisions for patent
term restoration and compulsory licences for public health.

8.3 Are there any general practice or enforcement trends that
have become apparent in Malaysia over the last year or
so?

There has been a noticeable increase in the number of patent
litigation cases brought before the Court in the last few years. The
present availability of a specialised Intellectual Property Court and
a greatly expedited Court system are likely to have contributed to
that increase.
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